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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-9, drawn to a painted polyacetal article, classified in class 428, subclass 
474.4. 

II. Claims 10-17 drawn to a process of producing a painted polyacetal article, classified 
in class 427, subclass 307. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process of making and product made. The inventions are 
distinct if either or both of the following can be shown: (1) that the process as claimed can be used 
to make another and materially different product or (2) that the product as claimed can be made by 
another and materially different process (MPEP § 806.05(f)). In the instant case the product could 
be made via coextrusion. 

3. Because these inventions are independent or distinct for the reasons given above and have 
acquired a separate status in the art in view of their different classification, restriction for 
examination purposes as indicated is proper. 

4. During a telephone conversation with Kevin Dobson on June 8, 2006 a provisional election 
was made with traverse to prosecute the invention of Group II, claims 10-17. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 1-9 are withdrawn from 
further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or 
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with which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

6. Claims 10-17 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the invention. Specifically, the molecular weight 
limitation of the thermoplastic non-polyacetal resin makes the claims indefinite. It is noted that the 
molecular weight (for a polymer) defined by a number only is normally so meaningless as to be 
indefinite and does not enable or teach one skilled in the art to make the invention. Molecular 
weight should be defined by one of the standard typed (Mw: weight average molecular weight, Mn: 
number average molecular weight, etc) which are, except number averages, at low molecular weights 
only an estimate (approximately plus or minus 30 percent). However, if molecular weight is narrowly 
critical (i.e. necessary to establish patentability) there must be sufficient data to back calculate the 
property from which the molecular weight was calculated. (In that instance it is generally preferable 
to define the claimed molecular weight by the property). In re Wands, 858 F,2d 731, 737, 8 USPQ2d 
1400, 1404 (Fed Cir. 1998). See MPEP § 2164.01(a) and § 2164.04. 

7. Note that in applicant's specification (page 6, lines 31-33), the "number average molecular 
weight" has been provided for the polyacetal resin; however, the molecular weight of the non- 
polyacetal resin is not defined in one of the standard types, as discussed above. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
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skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

9. Claims 10-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Suzuki (GB 
2,091,274) (cited on applicant's PTO-1449 of 7/14/2004) in view of Plachetta et al. (EP 0831116) 
(cited on applicant's PTO-1449 of 11/19/2004). 

10. Suzuki discloses a process of treating polyacetal articles, wherein polyacetal resin plates are 
surface treated with an acidic solution, and then a thermoplastic paint is applied to the treated 
surface (page 1, lines 8-21). 

11. Suzuki discloses that the surface treatment of the polyacetal articles using the acid solution is 
very effective in promoting strong adhesion of an undercoat to the articles (page 1, lines 19-21). In 
reference to the limitations of claims 11-13 regarding surface treatment, Suzuki discloses that the 
acidic solution is an aqueous solution of one or more inorganic acids, and one or more organic acids. 
Examples of suitable inorganic acids include hydrochloric acid, sulphuric acid, phosphoric acid and 
mixtures thereof, and an example of a suitable organic acid includes acetic acid (page 1, lines 22-26; 
claim 4). Hence in view of the forgoing, Suzuki would readily envisage utilizing of an acid solution 
comprising the claimed mixture of hydrochloric acid, suphuric acid, phosphoric acid and acetic acid. 
Surface treatment of the polyacetal article of Suzuki with the acid solution is inherently considered 
etching, wherein since the process of Suzuki is identical or similar to the process claimed, it can be 
considered as etching. 

12. Suzuki discloses that after surface treatment of the polyacetal article with the acidic solution, 
the treated article is further coated with an undercoat of a paint, such as a urethane paint (EXP 
1245) (page 1, lines 11, 58-60). In reference to claim 16, Suzuki discloses that after painting the 
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treated article with the undercoat, it is coated with a top layer, which was cured via heat (page 1 , line 
64 to page 2 line 1). 

13. In reference to the polyacetal article, Suzuki discloses that the term "polyacetal' includes any 
grade of polyacetal homopolymers, polyacetal copolymers having different compositions, and 
polyacetal homopolymers or copolymers modified with various kinds of compounds. Suzuki further 
discloses that examples of the modifiers include fillers, inorganic reinforcing agents, organic 
reinforcing agents, organic modifiers and stabilizers of any kind. It is noted that it appears that 
Suzuki does not distincdy disclose the presence of a thermoplastic non-polyacetal resin with a 
molecular weight of l-50k, as claimed. Hence attention is directed towards the Plachetta reference. 
Suzuki and Plachetta are analogous art because they are from the same field of endeavor, formation 
of coated polyacetal articles. Plachetta discloses a polyacetal article comprising 30-94 pbw (percent 
by weight) of a polyoxymethylene homo or copolymer, and 0-2 pbw of a polyamide (page 3). An 
example of a suitable polyamide includes a polyamide with a molecular weight of 3,000 (page 9, ^|5- 
6; page 23). Specifically, Plachetta discloses that pre-mixing the polyamide with the 
polyoxymethylene prior to the mixing, stabilizes the raw polyoxymethylenes very well (page 7, ^[5). 
Additionally, Plachetta exemplifies that the polyacetal and polyamide, along with other components, 
are blended while molten and therein injected-molded resulting in formation of the article/ substrate 
(page 22, ^4-5; page 24, ^J4). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time of the invention to substitute the polyacetal resin of Plachetta for the polyacetal resin of 
Suzuki in order to ensure the polyacetal resin is stabilized. In reference to the limitations of claims 
14 and 15, it is noted that it would have been obvious to one of ordinary skill in the art at the time 
of the invention to readily utilize any one of the conventional methods to form the molded articles 
and to paint the articles, as taught by Plachetta (page 22, ^4-5; page 25, ^|1). 
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14. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Suzuki and Plachetta 
as applied to the claims above, and further in view of the Encyclopedia of Polymer Science and 
Technology (Polyamides, Plastics by Palmer). 

15. The combination of Suzuki and Plachetta apply as above, but fail to expressly disclose that 
the thermoplastic non-polyacetal resin comprises a blend of a first and second polyamides of 
different molecular weights. Hence attention is directed towards the Encyclopedia of Polymer 
Science and Technology. The Polyamides article contained therein teaches that polymer blends of 
polyamides with other polymers are commercially available and are produced in order to obtain a 
balance of the properties of the two materials or to reduce moisture uptake (page 632, ^|1). 
Additionally, the article discloses that in extrusion of polyamides, the molecular weight and hence 
the viscosity of the compound plays and important role, for example a high viscosity (and high 
molecular weight) nylon is typically utilized in extrusion operations in order to give a high melt 
strength to maintain the shape of the extrudate. The article further discloses three polyamides, each 
with a different viscosity (high, medium, and standard), and each with a different molecular weight 
(30-40K, 20-30K, 15-18K) (page 634-635). It would have been obvious to one of ordinary skill in 
the art at the time of the invention to substitute the blend of polyamides with different molecular 
weights for the polyamide employed in the invention taught by the combination of Suzuki and 
Plachetta, wherein utilizing a blend of polyamides with different molecular weights would have been 
obvious in order to obtain various benefits such as a reduction in moisture uptake and a control of 
the viscosity of the polyamide blend and resulting polyacetal resin. It is inherent, as per the 
molecular weights provided above, that employment of a standard and high viscosity polyamide in 
the blend would result in a molecular weight difference of at least 5000. In reference to the 
limitation of claim 17 regarding the pbw of each polyamide comprising the blend, it has been held 
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that where the general conditions of a claim are disclosed in the prior art, discovering the optimum 
or workable ranges involves only routine skill in the art. In reAI/er, 105 USPQ 233. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Saira Raza whose telephone number is (571) 272-3553. The examiner can 
normally be reached on Monday-Friday from 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
James Seidleck can be reached on (571) 272-1078. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




